IV. Claim 34, drawn to antisense to CA125, classifiable in class 536, subclasses 24.36 
and 24.5. 

Responsive to the Requirement for restriction, Applicants elect to prosecute the invention 
of group I, with traverse . Claims 1-19, 27, and 30-33 drawn to a polypeptide composition. 
Additionally, Applicant is required under 35U.S.C§121to elect a single disclosed species for 
prosecution on the merits to which claims shall be restricted if no generic claim is finally held to 
be allowable. "Specifically, if Group I is elected above, application is required to pick a single 
combination of amino acid sequences for examination on the merits." 

Applicants respectfully request reconsideration of the Requirement for Restriction, or in 
the alternative, modification of the Restriction Requirement to allow prosecution of more than 
one group of Claims designated by the Examiner in the present Application, for the reasons 
provided as follows. 

Under 35U.S.C§ 121 "two or more independent and distinct inventions ... in one 
Application may ... be restricted to one of the inventions." Inventions are "independent" if 
"there is no disclosed relationship between the two or more subjects disclosed" (MPEP 802.01). 
The term "distinct" means that "two or more subjects as disclosed are related . . . but are capable 
of separate manufacture, use or sale as claimed, AND ARE PATENTABLE OVER EACH 
OTHER" (MPEP 802.01) (emphasis in original). However, even with patentably distinct 
inventions, restriction is not required unless one of the following reasons appear (MPEP 808.02): 

1 . Separate classification 

2. Separate status in the art; or 

3. Different field of search. 

Further, under patent Office Examining Procedures, "[i]f the Search and Examination of 
an entire Application can be made without serious burden, the Examiner must examine it on the 
merits, even though it includes claims to distinct or independent inventions" (MPEP 803, Rev. 8, 
May 1988) (emphasis added). 

The Examiner's assertions to the contrary notwithstanding, Applicants respectfully 
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submit that conjoint examination and inclusion of all of the Clams of the present Application 
would not present an undue burden on the Examiner, and accordingly, withdrawal of the 
Requirement for Restriction, or, at the least, modification to include the Claims drawn to Group I 
and Group II is in order. 

With respect to the requirement to elect a single species for examination on the merits, 
Applicants respectfully traverse this requirement for the following reasons: 

I. Claim Ub) providing the multiple repeat domains does not include a genus species 
relationship 

Claim 1(b) relates to a multiple repeat domain. A CA125 molecule can include a variety, 
if not all of the repeats in a single molecule. SEQ ID NO: 162 which show the recombinant 
molecule has been marked up as Appendix Tab A, to show the multiple repeats present in a 
single molecule. Claims to be restricted to different species must be mutually exclusive. The 
general test as to when claims are restricted respectively to different species is the fact that one 
claim recites limitations which under the disclosure are found in a first species, but not in a 
second, while a second claim recites limitations disclosed only from the second species and not 
the first. MPEP § 12.0[3[c]. As can be seen from an inspection of the recombinant molecule 
shown in SEQ ID NO: 162, CA125 molecule within the scope of claim 1(b) may have multiple 
repeat domains which are not mutually exclusive. Consequently, Applicants respectfully request 
examination on the multiple repeat domains as claimed. 

This requirement to elect a single combination of repeats violates the basic right of the 
Applicants to claim his invention as he chooses. In re Weber , 580 F.2d 455 (USCC 1978). 

II. Restriction is not appropriate if the claims are directed to substantially the same molecule 

Species are patentably distinct when they are related, but they are capable of separate 
manufacture and are patentable (novel and nonobvious) over each other. The multiple repeat 
domains contain multiple repeats wherein each repeat unit has five genomic exons. The 
variation in repeats set out in Claim 1 (b) are 82% identical and thus present related chemical 
compounds. The repeat domain is a sequence of 156 amino acids which are repeated multiple 
times within a discrete portion of the CA125 protein. The repeat domain has its own function 
and combines with the other domains to provide the overall function of the protein. The 
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designated exons in the repeat domain can vary, but, this variance is minimal. Importantly, when 
the nucleic acids are expressed they form a CA125 protein. 

Restriction is not appropriate if claims are directed to the same protein. 

Applicant hereby elects the following species, with traverse, for prosecution on the 

merits. 

1 . A CA125 molecule, comprising: 

(a) an extracellular amino terminal domain, comprising 5 genomic exons, wherein 
exon 1 comprises amino acids #1-33 of SEQ ED NO: 299, exon 2 comprises 
amino acids #34-1593 of SEQ ID NO: 299, exon 3 comprises amino acids #1594- 
1605 of SEQ ID NO: 299, exon 4 comprises amino acids #1606-1617 of SEQ ID 
NO: 299, and exon 5 comprises amino acids #1618-1637 of SEQ ID NO: 299; 

(b) a multiple repeat domain, wherein each repeat unit comprises 5 genomic exons, 
wherein exon 1 comprises amino acids #1-42 in any of SEQ ID NO: 186; exon 2 
comprises amino acids #43-65 in any of SEQ ED NO: 197; exon 3 comprises 
amino acids #66-123 in any of SEQ ED NO: 244; exon 4 comprises amino acids 
#124-135 in any of SEQ ED NO: 271; exon 5 comprises amino acids #136-156 in 
any of SEQ ID NO: 287; and 

(c) a carboxy terminal domain comprising a transmembrane anchor with a short 
cytoplasmic domain, and further comprising 9 genomic exons, wherein exon 1 
comprises amino acids #1-1 1 of SEQ ID NO: 300; exon 2 comprises amino acids 
#12-33 of SEQ ID NO: 300; exon 3 comprises amino acids #34-82 of SEQ ID 
NO: 300; exon 4 comprises amino acids #83-133 of SEQ ID NO: 300; exon 5 
comprises amino acids #134-156 of SEQ ID NO: 300; exon 6 comprises amino 
acids #157-212 of SEQ ID NO: 300; exon 7 comprises amino acids #213-225 of 
SEQ ID NO: 300; exon 8 comprises amino acids #226-253 of SEQ ID NO: 300; 
exon 1 comprises amino acids #254-284 of SEQ ID NO: 300. 
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In view of the above, withdrawal of the Requirement for the Restriction is requested, and 
an early action on the merits of the Claims is courteously solicited. 



Respectfully Submitted, 

BUTLER, SNOW, O'MARA, 
STEVENS & CANNADA 

Date: \ ~~ Q ~ O ^ By: 

Susan B. Fentress 
Registration No. 31,327 
6075 Poplar Avenue, Suite 500 
Memphis, TN 38187 
Telephone: 901-680-7319 

CERTIFICATE OF MAILING 

I hereby certify that this correspondence is being deposited with the United States Postal Service as first 

class mail, postage prepaid, on \"~ \ Q" QM , in a package addressed to: Mail Stop: Art Unit 1635, 

Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450. 
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Application/Control Number: 09/965,738 p age 2 

Art Unit: 1635 



Notice of Non-Responsive Amendment 
Applicant's Amendment, filed September 1 5, 2003 is acknowledged. 

Election/Restrictions 

Because applicant did not distinctly and specifically point out the supposed errors in the 
restriction requirement, the election has been treated as an election without traverse (MPEP 
§ 818.03(a)). 

Applicant's election without traverse of Group I (claims 1-19, 27, and 30-33) is 
acknowledged. With respect to election of a species, Applicant's election without traverse of the 
amino acid sequence set out in SEQ ID NO: 162 is acknowledged. However, this election of 
species is non-responsive to the previous Restriction Requirement, filed June 10, 2003 for the 
following deficiencies: In the previous Restriction Requirement, at page 3, last paragraph, it is 
explicitly stated that, "Applicant is required under 35 U.S.C. 121 to elect a single disclosed 
species for prosecution on the merits to which the claims shall be restricted if no generic claim is 
finally held to be allowable. Specifically, if Group I is elected above, Applicant is required to 
pick a single combination of amino acid sequences for examination on the merits" [emphasis 
added]. Applicant's election of SEQ ID NO: 162 is not a single combination of amino acid 
sequences for examination, but is instead, the entire coding region of the CA125 gene. 

Applicants are required to pick a single combination of amino acid sequences for 
examination on the merits. 
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Art Unit: 1635 

Applicant is reminded, should applicant traverse on the ground that the species are not 
patentably distinct, applicant should submit evidence or identify such evidence now of record 
showing the species to be obvious variants or clearly admit on the record that this is the case. In 
either instance, if the Examiner finds one of the inventions unpatentable over the prior art, the 
evidence or admission may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 

Applicant is advised that the reply to this requirement to be complete must include an 
election of the invention to be examined even though the requirement be traversed (37 
CFR 1.143). 

Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a petition under 37 
CFR 1 .48(b) and by the fee required under 37 CFR 1 . 1 7(1). 

Since the reply filed on June 11, 2003 appears to be bona fide, applicant is given a TIME 
PERIOD of ONE (1) MONTH or THIRTY (30) DAYS from the mailing date of this notice, 
whichever is longer, within which to submit an amendment in compliance with 37 CFR 1.121 in 
order to avoid abandonment. EXTENSIONS OF THIS TIME PERIOD MAY BE GRANTED 
UNDER 37 CFR 1.136(a). 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Terra C. Gibbs whose telephone number is (703) 306-3221. If 
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Art Unit: 1635 

attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, John L. 
LeGuyader can be reached on (703) 308-0447. The fax phone numbers for the organization 
where this application or proceeding is assigned are (703) 746-8693 for regular communications 
and (703) 872-9307 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0196. 

teg 

November 7, 2003 
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19901 FNTTERVLQG ijLGPIFKNTS VGPLYSGCRL TSLREEKDGA ATGVDAICIH 

^ i * 

19951 HLDPKSPGLD REXLYWELSX LTXXIXELGP YXLDRXSLYV NOT'XXXXXXX 

v 7 j ? 

20001 XTSTpGTSXV XLXTSGTPXX XPXX*CXXPL LXPFTLNFTI *TNLXYEEXMX 

20051 XPGSRKFNTT ERVLQGiJlXP XFKXTSVGXL YSGCRLTLLrJ XEKXXAATXV 

7 

20101 DXXCXXXXDP XXPGLDREXt YWELSXLTXX IXELGPYXLD RXSLYVN^FT 

20151 HQTFAPNTST J PGTSTVDLGT SGTPSSLPSP TjSAGPLLVPF TLNFTITNLQ 

20201 YEEDMHjIpGfS RKFNTTERVL QGiJlGPMFKN T^LLYSGC RLTLLE^PEKN 

20251 GAATRVDAVC THRPDPKSPG LDREXLYWEL SXLTXXIXEL GPYXLDRXSL 
1 7 

20301 yvn^fxxxxx xxxtstJpgts XVXLXTSGTP XXXPXXT^PV pllipftlnf 
20351 TITNLHYEEN mqhpgsrkfn ttervlqgi^l rplfkstsvg PLYSGCRLTL 

20401 LI^PEKHGAAT GVDAICTLRL DPTGPGLDRE RLYWELSQLT NSVTELGPYT 

20451 LDRDSLYVNGJ FTQR5SVPTT SI^GTSAVHL ETSGTPASLP GHtJapGPLLV 

20501 PFTLNFT1TN L^YEVDMRHP GSRKFNTTER VLQGljLKPLF K^JCgPLYS 

20551 gcrltllf|pe KRGAATGVDT ICTHRLDPLN PGLDREQLYW ELSKLTRGII 



20601 ELGPYLLDRG SLYVNqFTHR NFVPITSljPG TSTVHLGTSE TPSSLPRPW 

/ tetp , 

20651 PGPLLVFFTL NFTITNLQYE EAMRHPGSRK FNTTERVLQG iJlrPLFKNTS 

20701 IGPLYSSCRL TLLFfPEKDKA ATRVDAICTH HPDPQSPGLN REQLYWELSQ 

20751 LTHGITELGP YTLDRDSLYV DC^FTHV^PIP TTSljpGTSlV Nl^sklpPS 

20801 LPETTKXXPL LXPFTLNFTI TNLXYEEXMX XPGSRKFNTT ERVLQGllLKP 

20851 LFKSTSVGPL YSGCRLTLLR PEKDGVATRV DAICTHRPDP KIPGLDRQQL 

20901 YWELSQLTHS ITELGPYTLD RDSLYVN^FT QRSSVPTTST (pGTFTVQPET 

20951 SETPSSLPGP TjATGPVLLPF TLNFTITNLQ YEEDMHRPGS RKFNTTERVL 

i i 

21001 QGljLMPLFKN TSVSSLYSGC RLTLLRpEKD GAATRVDAVC THRPDPKSPG 

21051 LDRERLYWKL SQLTHG1TEL GPYTLDRHSL YVNqFTHQSS MTTTRlJlPDTS 

21101 TMHLATSRTP ASLSGPTfTAS PLLVLFTINF TITNLRYEEN MHHPGSRKFN 

21151 ttervlqgiJl rpvfkntsvg plysgcrltl lp(pkkdgaat KVDAICTYRP 

21201 dpkspgldre qlyWelsqlt hsitelgpyt qdrdslynvg( ftqrsI^ptt 

21251 s^pgtptvdl gtsgtpvskp gp3aaspllv lftlngtitn lryeenmqhp 

21301 GSRKFNTTER VLQGljLRSLF KSTSVGPLYS GCRLTLLFtPE KDGTATGVDA 

21351 ICTHHPDPKS PRLDREQLYW ELSQLTHNIT ELGHYALDND SLFVNC^THR 

214 01 SSVSTTST^G TPTVYLGASK TPASIFGPSfV ASHLLILFTL NFTITNLRYE 

21451 ENMWPGSRKF NTTERVLQGL| LRPLFKNTSV GPLYSGSRLT LLfJpEKDGEA 

21501 tgvdaicthr pdptgpgldr eqlylelsql thsitelgpy tldrdslyvn 

21551 g|fthrssvpt ts^wseep ftlnftinnl rymadmgqpg slkfnitdnv 

21601 MKHl{LSPLFG RSSLGARYTG CRVIALfJsVK NGAETRVDLL CTYLQPLSGP 

21651 GLPIKQVFHE LSOOTHGITR LGPYSLDKDS LYLNGpNEPG LDEPPTltPKP 

21701 ATTFLPPLSE ATT^MGYHLK TLTLNFTISN LQ^SPDMGKG SATFNSTEGV 

21751 LQHLI^PLFQ KSSMGPFYLG CQLISLRpEK DGAATGVDTT CTYHPDPVGP 

21801 GLDIQQLYWE LSQLTHGVTQ LGFYVLDRDS LFINGffAPQN LSlRGE^blN 

21851 FHIVNWNLSN PDPTSSEY 



